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DETAILED ACTION 

Claims 1 -3, 5, 7-1 1 , and 1 5-1 7 are pending. Any well known art statements 
made in the prior office action(s) are taken as admittance of prior art as per MPEP 
2144.03. 

Response to Amendment and Arguments 

Applicant's amendments were fully considered. Applicant's arguments were also 
fully considered. 

The 112, second paragraph rejections are withdrawn in light of applicant's 
amendment and arguments. It is noted that as per applicant's explanation submitted on 
5/11/09 and in light of the specification (pages 44-45), the terms "alternation unit" and 
"control unit" as recited in claim 1 are meant to be interpreted such that they could refer 
to software per se (i.e. "software program code"). Note that because these terms could 
refer to software per se, a rejection under 35 USC 101 is appropriate since software by 
itself does not fall within any of the four statutory categories of invention and by itself is 
incapable of any functionality to produce any result. 

With respect to the rejections of claims 1-3, 5, 7, and 8, applicant argues that the 
terms "alternation unit" and "control unit" would not have been reasonably been 
interpreted to encompass per se, thus requests that the rejection be withdrawn. The 
examiner respectfully disagrees. In the second full paragraph on page 6 of the remarks 
submitted on 5/1 1/09, applicant clearly admits that these terms could be achieved by 
"software program code" and further pages 44-45 of the specification clearly discloses 
that there is at least one embodiment where "the software program code itself realizes 
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the functions of the ...embodiments". Applicant cannot admit that the terms' metes and 
bounds are clearly defined as including "software program code" to get around a 
rejection under 112, second paragraph and then attempt to overcome a rejection under 
35 USC 101 by then disclaiming that the terms are not meant to encompass "software 
program code". Further, since pages 44-45 of the specification clearly provides a basis 
for interpreting the terms "alternation unit" and "control unit" as encompassing software 
per se, the rejection of claims 1 -3, 5, 7, and 8 as being not statutory under 35 USC 1 01 
is maintained since these claims are directed towards software per se when the claims 
are interpreted in light of the specification and in light of what applicant admits certain 
claimed terms to mean. 

The rejection of claim 17 under 35 USC 101 is withdrawn due to applicant's 
amendment. It is noted that "recording medium" as defined in the specification (i.e. 
pages 6 and 45) are limited to statutory media. 

With respect to the rejection of claim 1 under 35 USC 102, applicant argues that 
Ibaraki does not teach that data is copied when the digital signature is authenticated. 
The examiner respectfully submits that claim 1 does not state that copying is done when 
authentication is successful. Applicant appears to be arguing features that are not 
claimed. Claim 1 only requires that the first image file include authentication data used 
for storage for the control unit to control to store the second image file. Claim 1 does 
not make any requirement that authentication is successful or not for copying to occur. 
Applicant admits that Ibaraki teaches copying is or is not permitted depending on 
whether the digital signature is authenticated, thus the copying is dependent on the 
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presence of the digital signature. As such, the language of what is required by claim 1 
is met by Ibaraki by applicant's own admittance of what Ibaraki teaches. 

Applicant also argue that Ibaraki does not teach that in the case the digital 
signature is authenticated the data is copied, altered and stored without deleting the 
original, authenticated data. Again, the examiner respectfully submits that this feature 
being argued by applicant is not recited in claim 1 , thus whether or not Ibaraki teaches 
this or not (and the examiner is not stating that Ibaraki does not teach it) is immaterial 
since this feature is not claimed. 

Applicant's remaining arguments are dependent on what is traversed in the 
above two paragraphs. Since the basis of these remaining arguments has been 
traversed, the traversal of the remaining arguments flow from what is discussed in the 
above two paragraphs. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-3, 5, and 7-8 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

Claim 1 is directed towards an apparatus comprising "an alteration unit" and "a 
control unit". Based on applicant's remarks submitted on 5/1 1/09 and based on what is 
disclosed in the specification (pages 44-45), it is clear that these units are software units 
per se. Software per se is not statutory since software per se does not fall within any of 
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the four statutory categories of invention and is not capable of any functionality which 
produces any result unless interrelated with some form of hardware. Claims 2-3, 5, and 
7-8 are also not statutory because there is nothing recited in any of these claims which 
would require one to interpret that anything more than software per se is being claimed. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 5, 9, 13, and 17 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Ibaraki et al (US 6,434,538). 
Claims 1, 9, and 17: 

As per claim 1, Ibaraki discloses: 

1 . An alternation unit that alters a first image file stored in a removable storage 
medium in order to generate a second image file (col 7, lines 7-20 and col 12, 
lines 44-52). 

2. A control unit that controls to store the second image file in the storage medium 
without deleting the first image file from the storage medium, if the first image file 
includes authentication data (i.e. digital signature f(M)) that is used to 
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authenticate whether the first image file has been altered (col 3, lines 9-55; col 4, 
lines 10-20; col 7, lines 7-20; col 11, lines 30-31; and col 12, lines 44-52). 

Claim 9 is directed towards a method performed using the apparatus of claim 1 
and is rejected for much the same reasons as claim 1 . Claim 17 is directed towards a 
recording medium storing a computer program for realizing the method according to 
claim 9, which is performed using the apparatus of claim 1 , thus is rejected for much the 
same reasons as claim 1. One skilled should appreciate that Ibaraki's invention utilizes 
a computer system, thus it is inherent that it have a recording medium storing a 
computer program to implement Ibaraki's invention. 
Claims 5 and 13: 

Ibaraki implicitly disclose wherein the alternation unit generates the second 
image file that does not include the authentication data, if the first image file includes the 
authentication data (col 6, lines 37-42 and col 7, lines 8-20). An image could be a one- 
time copy image, which means that after it has been copied once, no more copy of the 
image is allowed to be made. This means that the second image does not include a 
copy of the digital signature f(M), which would allow another image to be made from the 
second image. If this was not the case, then the image would not be "one-time copy". 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 2-3, 7, 10-11, and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ibaraki et al (US 6,434,538). 
Claims 2 and 10: 

Ibaraki does not explicitly disclose wherein the second image file is stored in the 
same folder as a folder in which the first image file is stored. However, official notice is 
taken that storing a copy of a data or image file in the same folder as the original was 
well known in the art at the time applicant's invention was made. It would have been 
obvious to one skilled in the art to modify Ibaraki's invention such that the second image 
file is stored in the same folder as a folder in which the first image file is stored. One 
skilled would have been motivated to do so because where to store a copy of a data or 
image file is a matter of user preferences. 
Claims 3 and 11: 

Ibaraki does not explicitly disclose wherein the second image file is stored in a 
folder different from a folder in which the first image file is stored. However, official 
notice is taken that storing a copy of a data or image file in a different folder than the 
original was well known in the art. It would have been obvious to one skilled in the art to 
modify Ibaraki's invention such that the second image file is stored in a folder different 
from a folder in which the first image file is stored. One skilled would have been 
motivated to do so because where to store a copy of a data or image file is a matter of 
user preferences. 
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Claims 7 and 15: 

Ibaraki does not explicitly disclose wherein a part of a file name of the second 
image file is the same as a part of a file name of the first image file. However, official 
notice is taken that this limitation was well known in the art at the time applicant's 
invention was made. In Windows systems as early as Windows 95, for example, if one 
made a copy of a file in the same folder as the original file, Windows by default names 
the copy "Copy of plus the name of the original file. At the time applicant's invention 
was made, it would have been obvious to one skilled in the art to modify Ibaraki's 
invention according to the limitations recited in claims 7 and 15. It would have been 
obvious to one skilled in the art to do so because it would be nothing more than 
applying a known technique to a known device ready for improvement to yield 
predictable results. 

Claims 8 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ibaraki et al (US 6,434,538) in view of Kondoh et al (US 6,968,058). 
Claims 8 and 16: 

Ibaraki does not explicitly disclose wherein the image processing apparatus is an 
image sensing apparatus. However, Kondoh discloses the limitation (Fig 1, camera 
100). At the time applicant's invention was made, it would have been obvious to one 
skilled in the art to modify Ibaraki's invention such that the image processing apparatus 
was an image sensing apparatus/camera as per Kondoh's teachings. It would have 



Application/Control Number: 10/830,180 Page 9 

Art Unit: 2435 

been obvious to one skilled in the art to modify Ibaraki's invention to be a camera as per 
Kondoh's teachings because simple substitution of one known element (i.e. type of 
image processing apparatus) for another to yield predictable results is obvious. 
Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PONNOREAY PICH whose telephone number is 
(571)272-7962. The examiner can normally be reached on 9:00am-4:30pm Mon-Thurs. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kim Vu can be reached on 571-272-3859. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Ponnoreay Pich/ 
Examiner, Art Unit 2435 



